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Despite the significant differ-
ences from ordinary patent pros-
ecution and the extremely low
success rate of motions to amend,
the majority in Cuozzo found that
the right to file such motions jus-
tified the patent office’s adoption
of the broadest reasonable inter-
pretation standard because
Congress did not specify which
standard to use in AIA trials.

The dissent argued that using
the broadest reasonable interpre-
tation standard was inconsistent
with the congressional intent in
creating AIA trials. The dissent
asserted that AIA trials are a sur-
rogate to district court proceed-
ings and, as such, they should ap-
ply the same standard for claim
construction as the courts.

The dissent reasoned that ap-
plying the same standard in dis-
trict court proceedings and AIA
trials would promote consistent
results relating to the meaning of
patent claims, and that the limited
nature of the motion to amend
practice at the board was differ-
ent from the readily available na-
ture of amendments in other PTO
proceedings in which the broadest

reasonable interpretation stan-
dard is appropriate.

The dissent thus advocated use
of the Phillips, rather than broad-
est reasonable interpretation
standard, because it would fulfill
C o n g re s s ’ clear intent to equate
AIA trials with district court pro-
ce e d i n gs .

The issue nonetheless remains
a l i ve.

In January, the U.S. Supreme
Court granted certiorari in Cuozzo
Speed Technologies LLC v. Lee to
decide “[w]hether the court of ap-
peals erred in holding that, in in-
ter partes review proceedings, the
Patent Trial and Appeal Board
may construe claims in an issued
patent according to their broadest
reasonable interpretation rather
than their plain and ordinary
m e a n i n g.”

If the Supreme Court adopts
the Phillips standard, many patent
owners believe that it will become
more difficult for petitioners to
prevail in AIA trials because the
narrower claim constructions will
result in a smaller body of prior
art for assessing the validity of
patent claims.

In practice, however, the differ-
ence between interpreting claims
under the broadest reasonable in-
terpretation or Phillips s t a n d a rd s
might be more limited than ex-
pected and might have less of an
impact on how the board decides
the AIA trials.

For example, in at least one in-
ter partes review proceeding, the
board reached the same claim in-
terpretations after applying both
standards to the patent under re-
v i ew.

While a reversal in the appli-
cable claim construction standard
might not have the effect on AIA
trials that patent owners antic-
ipate, using the Phillips s t a n d a rd
in both AIA trials and district
court proceedings, will simplify
the process of interpreting the
claims in cases where the patent
returns to the district court after
an AIA trial.

Two ways of determining patent
claims question now up to high court

At the core of all patent
disputes is the meaning
of the patent claims,
which define the
boundaries of the

patent. These boundaries provide
the basis for deciding whether
claims are distinguishable over
the state of the art at the time the
patent was filed.

In U.S. District Court litigation,
the court interprets claims giving
them their plain and ordinary
meaning as understood by a per-
son of ordinary skill in the art —
the so-called Phillips standard. In
inter partes review, covered busi-
ness method review and post-
grant review proceedings (collec-
tively, AIA trials) the Patent Trial
and Appeal Board is tasked with
interpreting the claims. But the
statute that created AIA trials did
not specify a standard for claim
co n s t r u c t i o n .

During the rule-making pro-
cess, patent owners argued to the
U.S. Patent and Trademark Office
that claims should be interpreted
in AIA trials under the Phillips
standard, but the patent office de-
clined to adopt the standard.

Instead, it adopted the “broad -
est reasonable interpretation”
standard, the same standard used
during prosecution of patent ap-
plications. The broadest reason-
able interpretation standard en-
larges the pool of prior art for
determining patentability.

Patent owners have continued
to argue unsuccessfully for use of
the Phillips standard in AIA trials.
In In re Cuozzo Speed Technologies
L L C, 793 F.3d 1268 (Fed. Cir. 2015),
the Federal Circuit upheld the use
of broadest reasonable interpre-
tation in AIA trials in a split de-
cision. A divided court denied re-
hearing en banc with five judges
d i s s e n t i n g.

The majority concluded that
the patent office did not abuse its
discretion by adopting the broad-
est reasonable interpretation
standard for AIA trial proceed-
ings, stating that the broadest

reasonable interpretation stan-
dard has been a long-standing tool
used by the patent office to ex-
amine patent claims.

Patent prosecution is an iter-
ative process in which the patent
office interprets the claims broad-
ly in locating and applying prior
art used to reject the claims and
the applicant responds to those
rejections oftentimes by amending
the claims to narrow their scope.

This use of the broadest rea-
sonable interpretation standard
during patent prosecution has
been sanctioned by the Federal
Circuit because the applicant has
the ability to amend the claims
freely to overcome the prior art.
Thus, the broadest reasonable in-
terpretation standard is a tool
that helps define the broadest
scope for the claims during pros-
ecution.

The patent office’s use of the
broadest reasonable interpreta-
tion standard for AIA trials has
been justified on the basis that
patent owners have the right to
file a motion to amend claims,
giving them the ability to over-
come the grounds of unpatentabil-
ity asserted by the petitioner.

But the motion to amend prac-
tice in AIA trial proceedings is

significantly different from patent
prosecution because the patent
owner has only one opportunity
as a matter of right to move to
amend the claims.

Moreover, these motions have
been rarely granted. Although
more than 800 AIA trials have
reached a final written decision,
less than 10 motions to amend
have been granted by the board.
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